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Atty. Docket No. 3495 .0111-12 
IN THE UNITED STATES PATENT AND TRADEMARK. OFFICE 



In re Application oft 
Bernard DUJON et al. 
Serial No.: 09/836,169 
Filed: April 18, 2001 



Group Art Unit: 1652 
Examiner: Patterson, Charles 
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01 FC:lfll4 



For: NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I 
AND THE USES THEREOF 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

TERMINAL DISCLAIMER 
Petitioner ("assignees") INSTITUT PASTEUR, duly organized under the laws 
France, and having its principal place of business at 28, rue du Docteur Roux, 75724 
Paris Cedex 15, France, and UNTVERSITE PARIS VI, also known as UNIVERSITE 
PIERRE ET MARIE CURIE, duly organized under the laws France, and having its 
principal place of business at 4, place Jussieu, 75252 Paris, France, herein after referred 
to as "the Assignees", represent that they are the only assignees of the entire right, title 
and interest in and to both the above-identified application, Serial No. 09/836,169 filed 
April 1 8, 2001, for NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I 
AND THE USES THEREOF in the name of Bernard DUJON et al., as indicated by 
assignment duly recorded at Reel 7546, Frame 0001, in the United States Patent and 

KZEUDIE 00000035 09836169 
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RECEIVED 
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Trademark Office (copy attached), and application Serial No. 08/417,226 filed April 5, 
1995, now U.S. Patent No. 5,962,327, for NUCLEOTIDE SEQUENCE ENCODING 
THE ENZYME I-SCE I AND THE USES THEREOF in the name of Bernard DUJON et 
al., as indicated by assignment(s) duly recorded at Reel 7546 T Frame 0001, in the United 
States Patent and Trademark Office (copy attached). The Assignees further represent that 
to the best of Assignees' knowledge and belief, title to the above-identified application, 
Serial No- 09/836,169, and the United States Patent No. 5,962,327 are in assignee, which 
is submitting this Terminal Disclaimer. 

To obviate a double patenting rejection, the Assignees hereby disclaim, under the 
provisions of 37 C.F.R. § 1 .321, the terminal part of any patent granted on the 
above-identified application, Serial No, 09/836,169, which would extend beyond the 
expiration date of Patent No. 5,962,327, and hereby agree that any patent so granted on 
the above-identified application shall be enforceable only for and during such period that 
the legal title to said patent shall be the same as the legal title to United States Patent No. 
5,962,327, this agreement to run with any patent granted on the above-identified 
application and to be binding upon the grantee, its successors or assigns. 

In making the above disclaimer, Petitioner does not disclaim the terminal part of 
any patent granted on AppL Serial No. 09/836,169, that would extend to the expiration 
date of the full statutory term as defined in 35 U.S.C. §§ 154 to 156 and 173 of Patent No, 
5,962,327, as presently shortened by any terminal disclaimer, in the event that Patent No. 
5,962,327: expires for failure to pay a maintenance fee, is held unenforceable, is found 
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invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or in part, 
is terminally disclaimed under 37 C.F.R. § 1.321, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its futf'statutory term, as presently shortened by any terminal disclaimer. 

The undersigned is authorized to act on behalf of the assignee INSTITUT 
PASTEUR, 

I hereby declare that all statements made of my own knowledge and belief are true 
and that all statements made on information and belief are believed to be true and further 
that these statements were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 
1 8 of the United States Code and that such willful false statements may jeopardize the 
validity of the application or any patent issuing thereon. 

Respectfully submitted, 



INSTITUT PASTEUR 





By: Danielle Berneman 

Title: Head of Patents & Inventions Office 



Danielle BERNEMAN 
Chef du Service des Brevets 
& Inventions 
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NCVEH3Kr24, 1995 



FINNEGAN, HENDERSON, GARRETT ET 
KENNETH J. MEYERS ' 
1300 I STREET, N.W. 
WASHINGTON, D.C. 2000S 



UNITED SVAlcS DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS A NO TRADEMARKS 
Washington. O.C. 20231 



KOV 3 0 MS 

pwNrJSAN, HENDERSON 
FABA80W. GARRETT 4 DU-...-B 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW . 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT DIVISION, 
BOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231. 



RECORDATION DATE: 07/11/1995 REEL /FRAME; 7546/0001 

NUMBER OF PAGES: 5 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) 

DOC DATE: 04/26/1995 



ASSIGNOR: 

DUJON, BERNARD 



ASSIGNOR : 

CHOULIKA, ANDRE 

ASSIGNOR: 

COLLEAUX, LAURENCE 

ASSIGNOR: 

F AIRHEAD. CECILE 

ASSIGNOR: 

PERRIN, ARNAUD 

ASSIGNOR: 

PLESSIS, ANNE 



DOC DATE: 05/29/1995 

DOC DATE: 04/13/1995 

DOC DATE: 06/07/1995 

DOC DATE; 05/31/1995 

DOC DATE: 04/14/1995 



RECEIVED 

MAR * 4 7003 
TECH CENTER 160012 



ASSIGNOR: 

THIERRY, AGNES 



DOC 



DATE: 04/14/1995 



7546/0001 PAGE 2 



ASSIGNEE: 

INSTITUT PASTEUR 

28, RUE DU DOCTEUR ROUX 

PARIS CEDEX 15, FRANCE 75724 

SERIAL NUMBER: 07971160 FILING DATE: 11/05/1992 

PATENT NUMBER: 5474896 ISSUE DATE: 12/12/1995 



PEARLENE FOSTER, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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FORM PTO-15 9S 
K- ( v. £-9 3) 




(J . S . DEPARTMENT OF COMMERCE 

Patent and Trademark office 
Attv. Docker No. 349S.oni-oi 



To the Honorable commissioner, ol 100037099 
Please raeord tha attached Original documentary ^?5by 



ATTtt. BOX ASSIGNMENTS 



l. Name of conveying party (ies)i 
Bernard DUJOH, Andre CSOULIXA, Laurence 
coLLEAUX, cecile ? airhead, Arnaud perrin, 
Anne PLESSis and Agnes THIERRY 

Additional names <a) of conveying party (ies) 

attached? Yea xnq 







3. Mature of conveyance: 




XX Assignment 


Merger 


security Agreement 


change o£ Mane 


other 




Execution Dates 4/13/95: 


4/14/95i4/26/95s 


S/29/95? 


5/31/95; and 6/7/95 



2» tfame and address of receiving party (iea) 
Name: inatitut Pasteur 



Internal Addreae: 



Street Address: 29, rue du Doctaur Roux 



city; 75724 Paris Cadex 15, fsance 
State: ZXFi 



Additional name (a) 6 address (ea) attached? 
x Tea no 



4. Application number <a) or patent number (a); 

If this document is being filed together with a new application, 
the execution date of the application is* 



A* Patent Application No, (3) 
U, S.S.N. 07/971,160 
BASCS NO. B94 



Additional numbers attached? 



B. Patent Mo.<s) 



.Yes XX H o 



5. Name and address of party to whoa 
correspondence concerning document 
should be mailed: 

Hemes FINNEGAN . HEWDERSOM . FAHABOW. 
internal Address: OARRET f 4 DUWMER 



Street Addreas: 13G0 i S treet. H.w, 



City: 
state: 



Washington 



D-C. 



SI*: 20005 



6. Total number of applications and patents 
involved 1 



7. Total fee (37 CFR 3.41): S 40.00 
Enclosed 

xx Authorized to be charged to 
deposit account 



8. Deposit account number: 06-0916 



Attach duplicate copy of this page if 
paving by daocait account. _ 



KK60008 07/27/95 07971160 



vi-0916 060 551 



40.00CH 



9. statement and signature. 
To the best of my knowledge and belief, the foregoing information is true and correct 
and any attached copy is a true copy ^ofc^hfluari^gal document. 

Registration ho. 23,146 . signature /V " Data 



Total number of pages including cover sheet, attachments and document: 



( u .5 . seriax no - 

NO . H94 ' 

A-*y- Docket do. 3495,oiiT-oi 



2. Name and addrae* af receiving party (iefl)t (Cont'd) 

Additional Aeeignee: UNIVCRSITE PARXS-vx 

Street Addreees 4, place Jueaieu 

City: 7S005 Paris , France 
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JOINT INVENTION 
(03495-Olil-OlOOO; 
(U.S. Rights Only, 

ASSIGNMENT 



WHEREAS I /We, the below named inventor(e) , [hereinafter referred to a* Assignor (s) J , 
made an invention entitled! NUCLEOTIDE SEQUENCE ENCODING Tffl I BM I-Saal AND m T l$ gg 

!3&&&o£ _ . 

(Title of Invention) 

for which I /WE executed afi^ application for United State* Letters Patent concurrently 
herewith or filed an application for United Statee Letter* Patent on November 5. . 
(Serial Mo. 07/971.160 ; and 

WHEREAS, INST1TUT PASTEUR and UNI VERS I TE PARIS-VT 

(Full Name of Assignees) 

corporation* of Francs m 

(State of Incorporation) 
vhose poet office addreeeea are 28. rue du Doctaur Roux. 7S724 Pari* Cede* IS. Franca and 
4. place J usslan. 75005 Pari*. Franca, respectively (hereinafter referred to a* Assignees), 
are deeirou* of securing the entire right, title, and Intereet in and to this invention, the 
application for United Statee Letter* patent on thl* invention and the Letter* Patent to be 
iaeued upon thi* application \ 

* HOW THEREFORE , be It known that for and in consideration of the sua of One Dollar ($1*0 

in hand paid and other good and valuable consideration the receipt of which from assignees 1 
hereby acknowledged, I /WE, as aeslgnor(s), have sold, a* signed, transferred, and set over, a 
do hereby sell, assign, transfer 9 and set over unto the a**igneee, their lawful successors a 
assigns, my /our entire right, title, and interest in and to this invention and this applica- 
tion, and all divisions, and continuations thereof, and all Letter* Patent of the United 
State* which may be granted thereon, and all raiseues thereof; and I /WE hereby authorize and 
request the Conmiae ioner of Patents and Trademark* of the United States to issue all Letters 
Patent* for this invention to assignees, their successors and a**ign* f in accordance with th 
term* of this Aeelgnmant; 

AMD, I /WE HEREBY covenant and agree that I /We will, without further consideration, com- 
municate with aaeigneee, their eucceesore and assigns, any facts known to me/us respecting 
thl* invention and teetify in any legal proceeding, «ign all lawful paper* when called upon 
to do so, execute and deliver all p*per* that may be necea*ary or desirable to perfect the 
title to this invention 1a said aaeigneee, their successor* and assigns, execute all 
divisional, continuation, and reissue applications, make all rightful oath* and generally do 
everything possible to aid aeeigaee*, their successors and assigns, to obtain and enforce 
proper patent protection for this invention in the United Stat**, it being understood that a 
expense incident to the execution of *uch paper* shall be borne by the assignees, their 
successors end a**ign*. 



IH TESTIMONY WHEREOF,, I/Vo have hereunto aec our hand(s). 



County of 



V« pour eTfifleofi'o n 
rtiaf*r ('•/(• da fa sjgnatura 

State of fff. 



.) 



ferie/fe de fa ygnatura ) 



a. 



as . 



Full Haas of First Assignor: 

BBRMAM M7.TM1 



»'u pu» , v,,i,mu>f J **" 7 Pttblic 



SEAL moHrimlh de la signature 

c/e ^AtJU^m^jii<4 

appose* ci-confre 
•County «f qri '*' I *&-32 L U&I9£S' 



Addraga: 6, rue da la Grueria 
_ 91190 Qlf Stir Yv*Tta. Franco 

Firet Aaeignor'e Slgnatur] 



Datet 



State of 




Subscribed and attorn to V«?°* a 08 
: day of 19 . 



i2. Full Name of Second Aaslgnor: 

«. I ATOM CHOULIKA 

J Address: 3, rue F. Meuthon 

7SQ15 Parla. France 



SEAL 



Vu pour CTfiftcoftQff Notary Public 
maHrlaWa da h signature 
da M0*. *cutumC&.-C£.&fat>* 

oppoies ci*confr« 
County O i0~.;< UfJ *ti(*J A9$S ) 

State of ^(j J \ ) 

Subscribed and sworn to before ne> this 

day of - H 



SEAL 



Vu pot/r emrtflrmtiAm Hotary Public 
motirialla da la tlgnotwa 



opposes eUeontra 

County **nr',< U TU/W 



Stat* of 




Subscribed and mm to before me thie 
day of 19 

Rotary Public 



Second Aeeignor's Signature: 




i3. Full M 



of Third Aaaignor: 



Addreaa: 9 Weet field Road 

Edinburgh EH11 20T. Scotland (UK) i 



Third Aaaignct • a Signature : {^^-*--~ 



Date: 



/il/oWlT 



4. Full Name of Fourth Aeeignor: 
««« FAIUfflAP 



Addreea: 47, rue E. Dolet 



Fourth Aeaignor'a Signatures 



imature s 



Date: 



SEAL 



- 2 - 



Vcr pour ctrttfj^ 
T>o*enel/e c/e la nPorure 

ga p e g ae cf c »« ^ « . — -5 

- ) 



Comity of 

sue. of /f jft/ Ttff'A/ J UJT 



so. 



Subscribed and>a< 
, day of 




J 



»S. Pull Ran* of Fifth Aaalgnor: 



before na thia 
19 . 



Notary Public 



Address: 10, avenua P. Appall 
75014 P.H«. Franc* 



Fifth Asaignor't Sig 



SSAL 



v « pour certification 
motirielle d« la signature 

County of appati* ri.,m*i*. ) 




90, 



Subscribed and dvCr^ ^efJro me this 

day of _ _L_ 19_ 



6. Full Hum of Sixth Aflslgnon 



Addreeet 42 f rue H. D.Dee Champa 
75006 Piria. Fr« M « 



Sixth Aeaignor'e Signature! 



Notary Public 



Oatet 



Vw poor certification 
SEAL maiirialU c/e /o xignofura 

de MAne....Ajai£±-ZM/£/?*'/ 
County of ooooje* gf-eanfra- ) 

Stata of -^ 1 ) 

^ * 

Subacribed and eworn to before ma this 

1 day of \ 19. 



:7. 



ee. 



Full Name of Seventh Aeeignor: 

flag? ibktot 



Addraast 66, rua d*Aller*y 

75015 Vm<r±m. 



Savanth Aaaignor** Signal 



Dates 



Hotary Public 




SEAL 



PINNECAH, HESBEXSON, FARABOW, CARSBTT & DUHNZR 
WASHIHCTON, D.C. 
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PATENT 

Atty. Docket No. 3495.01 1 1-12 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



Group Art Unit: 1652 



Bernard DUJON et al. 



Examiner: Patterson, Charles 



Serial No.: 09/836,169 



Filed: April 18,2001 ) 

For: NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I 
AND THE USES THEREOF 

Commissioner for Patents 
Washington, D.C. 20231 

Sir: 



Petitioner ("assignees") INSTITUT PASTEUR, duly organized under the laws 
France, and having its principal place of business at 28 rue du Docteur Roux, 75724 Paris 
Cedex 15, France, and UNIVERSITE PARIS VI, also known as UNTVERSITE PIERRE 
ET MARIE CURIE, duly organized under the laws France, and having its principal place 
of business at 4, place Jussieu, 75005 Paris, France, herein after referred to as "the 
Assignees", represent that they are the only assignees of the entire right, title and interest 
in and to both the above-identified application, Serial No. 09/836,169 filed April 18, 
2001, for NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I AND THE 
USES THEREOF in the name of Bernard DUJON et al., as indicated by assignment duly 
recorded at Reel 7546, Frame 0001, in the United States Patent and Trademark Office 



TERMINAL DISCLAIMER 



02/27/2003 KZEUDIE 00000035 09836169 
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110.00 OP 



(copy attached), and application Serial No. 08/417,226 filed April 5, 1995, now U.S. 
Patent No. 5,962,327, for NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I- 
SCE I AND THE USES THEREOF in the name of Bernard DUJON et al, as indicated 
by assignment(s) duly recorded at Reel 7546, Frame 0001, in the United States Patent and 
Trademark Office (copy attached). The Assignees further represent that to the best of 
Assignees' knowledge and belief, title to the above-identified application, Serial No. 
09/836,169, and the United States Patent No. 5,962,327 are in assignee, which is 
submitting this Terminal Disclaimer; 

To obviate a double patenting rejection, the Assignees hereby disclaim, under the 
provisions of 37 C.F.R. § 1 .321, the terminal part of any patent granted on the 
above-identified application, Serial No. 09/836,169, which would extend beyond the 
expiration date of Patent No. 5,962,327, and hereby agree that any patent so granted on 
the above-identified application shall be enforceable only for and during such period that 
the legal title to said patent shall be the same as the legal title to United States Patent No. 
5,962,327, this agreement to run with any patent granted on the above-identified 
application and to be binding upon the grantee, its successors or assigns. 

In making the above disclaimer, Petitioner does not disclaim the terminal part of 
any patent granted on Appl. Serial No. 09/836,169, that would extend to the expiration 
date of the full statutory term as defined in 35 U.S.C. §§ 154 to 156 and 173 of Patent No. 
5,962,327, as presently shortened by any terminal disclaimer, in the event that Patent No. 
5,962,327: expires for failure to pay a maintenance fee, is held unenforceable, is found 
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invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or in part, 
is terminally disclaimed under 37 C.F.R. § 1.321, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term, as presently shortened by any terminal disclaimer. 

The undersigned is authorized to act on behalf of the assignee UNIVERSITE 
PARIS VI/UNIVERSITE PIERRE ET MARIE CURIE. 

I hereby declare that all statements made of my own knowledge and belief are true 

and that all statements made on information and belief are believed to be true and further 

that these statements were made with the knowledge that willful false statements and the 

like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 

18 of the United States Code and that such willful false statements may jeopardize the 

validity of the application or any patent issuing thereon. 

Respectfully submitted, 

UNIVERSITE PARIS VI/ 

UNIVERSITE PIERRE ET MARIE CURIE 
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NOVEMBER 24, 1995 



UNITED STAIcS DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSSTANT SECRETARY AND COMMISSIONER 
OF PATENTS A NO TRADEMARKS 
Washington, D.C. 20231 



FINNEGAN, HENDERSON, GARRETT ET 
KENNETH J « MEYERS ' 
1300 I STREET, tf.W. 
WASHINGTON, D.C, 2000S 



^ W * B TMM1IIMII 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW . 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723, PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT DIVISION, 
BOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231. 



REEL /FRAME; 7546/0001 
NUMBER OF PAGES: 5 



RECORDATION DATE: 07/11/1995 
BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS) 

DOC DATE: 04/26/1995 



ASSIGNOR: 

DUJON, BERNARD 



ASSIGNOR : 

CHOULIKA, ANDRE 

ASSIGNOR: 

COLLEAUX, LAURENCE 

ASSIGNOR: 

F AIRHEAD. CECILE 

ASSIGNOR: 

PERRIN, ARNAUD 

ASSIGNOR: 

PLESSIS, ANNE 

ASSIGNOR: 

THIERRY, AGNES 



DOC DATE: 05/29/1995 

DOC DATE: 04/13/1995 

DOC DATE: 06/07/1995 

DOC DATE; 05/31/1995 

DOC DATE: 04/14/1995 

DOC DATE: 04/14/1995 




7546/0001 PAGE 2 



ASSIGNEE: 

INSTITUT PASTEUR 

28, RUE DU DOCTEUR ROUX 

PARIS CEDEX 15, FRANCE 75724 

SERIAL NUMBER: 07971160 FILING DATE: 11/05/1992 

PATENT NUMBER: 5474896 ISSUE DATE: 12/12/1995 



PEARLENE FOSTER, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 



\ 



VORH PTO-15 9S 
ft., v. 



To the Honorable 
grease raeeard the 




»d0 



^^ iginal documents' 




U.S. DEPARTMENT OF COMMERCE 

Patent and Trademark office 

AttV. Pocket NO, 3495.0111-0 1 



ATTO, BOX ASSIGNMENTS 



l. Nam* of convoying party (ios)i 
Bernard D17JOH, Andre caouiiiXA, Laurence 
cotXEAUX, cecile FAIRHZAD, Arnaud PERBIH, 
Anne PLESSIS and Agnes THIERRY 

Additional names (a) of conveying party (iee) 

attached? Yea x no 





V 


3. Nature of conveyance: 




XX Assignment 


Merger 


security Agreement 


Change of Name 


other 




Execution Date: 4/13/95; 


4/14/95:4/26/955 


S/29/95; 


5/31/95; and 6/7/95 



2. fctame : and address of receiving party (ia a) 
Name: inatitut Pasteur _ 



Internal Address s 



street Address: 29, rue du Docteur Roux 



City: 7572 4 Paris Cadex 15, FRANCE 
State: ZIP: 



Additional name{3) 6 addressees) attached? 
x Yes NO 



4. Application number <s) or patent number (s): 

If this document is being filed together with a new application, 
the execution date of the application is* ______ 



A* Patent Application No, (3) 
U.S. S.N. 07/971,160 
BATCH MO. B9e 



Additional numbers attached? 



B» Patent Mo- (a) 



.Yea xx M o 



5. Name and address of party to whom 
correspondence concerning document 
should be mailed: 

Name: FINHEOAH, HENDERSON . FJ 
internal Address: GARRETT 4 DCWWER 



Street Address: 1300 I Street. M.w. 



City: Washington 



states D.c. 



ZIP: 2000S 



6. Total number of applications and patents 
involved 1 



7. Total fee (37 CFR 3-41)x S 40,00 
Enclosed 

xx Authorized to be charged to 
deposit account 



8. Deposit account number: 06-0916 _ 

Attach duplicate copy of this page if 
paving bv depos it account. 



KK60008 07/27/95 079711*0 



;6-0916 060 551 



40.00CH 



9. statement and signature. 
To the best of my knowledge and belief, the foregoing information is true and correct 
and any attached copy is a true copy ^X K * ^jgyal document. 



Kenneth J. Movers 



/ 



gijoal ,doci 




11. 1995 



Registration Mo. 25,146 . signature f/ * D» ta 

Total number of pages including cover sheet, attachments and document: — L 



U.S. .seriax no. • - 

3ATC3 NO. M94 flfc 

Airy, coekat Ho. 3495,01^-01 



2. Nana and addraas of racaiving party (iafl): (Cont'd) 

Additional Aaaignaai UNIVERSITE PARls-vx 

Straat Addreea* 4/ placa Jueaieu 

City: 7S005 Parifl/ Franca 
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ASSIGNMENT 



JOINT INVENTION 
(03495-OlU-OlOOO: 
(U.S. Right* Only; 



WHEREAS I/We, the below named inventor (a), [hereinafter referred to aa Aaeignor(e) ] , hai 
made an invention entitled! NUCLEOTIDE SEQUENCE ENCODING THE EN ZYME I-Scal AND Tflg H $ gS 

THEREOF 

(Titla of Invention) 

for which I /WE executed atf application for United Statee Lattare Patent concurrently ( 
herewith or filed an application for United Statee Letter* Patent on November 5. I ft? 2 - 
(Serial No. 07/971. 160 s and 

WHEREAS, INST1TUT PASTEUR and UHIVERSITE PARIS-VT _ 

(Pull Name of Aeaigneee} 

corporation* of Franc a 

(State of Incorporation) 
whose poet office addreaeea are 28, rue du Doctaur Roux. 7S724 Parle C«de* 13. France and 
4. place J uaaien. 75005 Ptrii. France, ceepectively (hereinafter referred to aa Assignees), 
are deeiroua of eecuring the entire right » title* and intereet in and to this invention, the 
application for United Statee Letter* patent on thla invention and the Lettere Patent to be 
ieeued upon thla application) 

* NOV THEREFORE , be it known that for end In conelderatlon of the eua of One Dollar ($1.0 

in hand paid and other good end valuable conelderatlon the receipt of vhlch from eesignees 1 
hereby acknowledged, I /WE, ee aealgnor(e), have eold, eeeigned, trenef erred, and eet over, a 
do hereby aell, assign, tranafer, and aet over unto the aeaigneee, their lawful aucceaaors a 
assign*, my /our entire right, title, and intereet in and to thla invention and this applica- 
tion, and all division*, and continuation thereof, and all Letter a Patent of the United 
Statee which may be granted thereon, and all relaauee thereof | and I /WE hereby authorize and 
requeet the Cotmnlaeionar of Patente and Trademark* of the United Statee to iaaue all Letters 
Patent* for thla invention to assignees, their eucceaeore and aeaigne, in accordance vlth th 
terme of thle AeeigsiDent; 

AND, I/WB HEREBY covenant and agree that I /We will, without further conelderatlon, com- 
municate with aeaigneee, their eucceeeore and aeelgna, any facta known to me/ua reepecting 
thla invention and teetify In any legal proceeding, algn all lawful pepere when called upon 
to do ao, execute and deliver all papere that may be neceaeary or deairable to perfect the 
title to thla invention in eaid aeaigneee, their eucceeeore and aeelgna, execute all 
divisional, continuation, and reieeue application, make all rightful oath* and generally da 
everything poeeible to aid aeeigneea, their eucceeeore and aeelgna, to obtain and enforce 
proper patent protection for thle invention in the United Statee, it being understood that a 
expense incident to the execution of such papers shall be borne by the aeeigneea » their 
eucceaaors and aeaigne. 



\ 



IN TESTIMONY WHEREOF* I /We have hereunto aec our hand(a). 



County of 



Vu pour certification 



mat4ri*lle de /cr signature ) 
State of ^ t G*sfo**A Qlt 7r *>AJ^ 



0* . 



Subscribed 
day 



chit 



SEAL 



appose* ci-contrm 

'County 0 f q"'*, /»^-lO^\ /9ls- 



Scat* of 




ae. 



Subscribed and atrorn to V«f°r* me thie 
_ day of 19 . 



SEAL 



Vu pour CTfiftcof?on y otarT Public 
matirioll* do la signature 

appose* ci-contrt 

County «f»^re Wa/ /y&T ) 

Tj / \ ) aa. 



State of 




Subecribed end iwn to beffere me thie 

„ day of ^ 19 



SEAL 



Vu pour tmrtifimilAn Rotary Public 
mot&rfolle d% la f/gnofure 

oppose* ci-confrm 



County of^c 
State of 



Subecribed 
dey of 



bed and evorn to before me thle 



19- 



Notary Public 



a. 



Full Name of First Aeelsnor: 
BERNARD PHJOjl 



Addreaa: 6, rue de la Gruerla 

_ 9»jQ ffjf g U f iTftff, ?T*ft^„ 

Pirat Aaeignor's Signature: 



Daeet 



Public i 



i2. Full Nana of Second Acaignors 

« ANDRE CHOOLIKA 

t Addraaa: 3, rue F. Mouthen 

7S01S Pmrla. Frmna* 



_. ^ 

Second Aaalgnor'a Signature: ///'// 





:3. Full Heme of Third Aeelgnort 
UVRg^g CQLLBAU3 



Addreaa i 9 Veetfield Road 

Edinburgh EH11 2QT. Scotland (UK) 



Third Aesignor'e Signature: (^J^^- — 



Data: 



/I/ok/ <*r 



4. Full Heine of Fourth Assignor i 
CECITY ? AIRHEAD 



Addreaa: 47, rue E. Dolet 

QM*0 Malakoff . Franca 



Fourth Aaalgnor'a Signature! > 



Date: 



3-- C-°r 



SEAL 



Vu- pour certifj^ 
TiQt*ri»lte e/e la EQatur* 

CoUaC 7 0f W HM CI W « ) 



scat, of to'*'. ^&-^U±tL.J9AS 



Subacribad and^-r 

. , . r day of 




da. 



•3- Pull Nam* of Fifth Aaaignor: 



before ma thia 
_ 19 . 



Notary Public 



Addraaa. 10, avanua P. Appall 

s 75014 Farla. Franca 

Fifth Aaaignor'a Signatur>; 



Date: 



SEAL 



pour certification 
motirielle da la signature 

County of appa< + » rhem^m ) 




Stata of 



Pom, UAf -rutAj rtJL* > " 



.) 



Subacribad and awer^. Ho Oaf dra mm thia 

day of _L_ 19_ 



Full Naaa of Sixth Assignor t 



Addraaa* 42, ma N. D.Dae Champa 
75006 Faria. France 



Notary Public 



Sixth Aaaignor'a Signaturai 



Date « 



Vu poor certification 
SEAL matirielle c/« /o signature 

County of aoooiea gt-gnnfre 

.Pom, t6A(LsUJLLUjh2S 



t7. 



State of 



Full Hum of Seventh Aaaignor: 
ACMES TgtBMT 



Subacribad and sworn to before me thia 

* day of 1 X9. 



Addraaa t 66, rua d'Alleray 

75015 Paria. F™««. 



Seventh Aaaignor'a 



Notary Public 




SEAL 



PINNEGAN, HENDERSON, PAftABOV, GARRETT k DUNNER 
WASHINGTON, D.C. 
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<sm^^0^ PATENT 

Atty. Docket No. 3495.01 1 1-12 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of:. 
Bernard DUJON et al. 
Serial No.: 09/836,169 
Filed: April 18,2001 



Group Art Unit: 1652 
Examiner: Patterson, Charles 



For: NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE 1 
AND THE USES THEREOF 

Commissioner for Patents 
Washington, D.C. 20231 

Sir' 

TERMINAL DISCLAIMER 
Petitioner ("assignees") INSTITUT PASTEUR, duly organized under the laws 
France, and having its principal place of business at 28, rue du Docteur Roux, 75724 
Paris Cedex 15, France, and UNIVERSITE PARIS VI, also known as UNIVERSITE 
PIERRE ET MARIE CURIE, duly organized under the laws Fiance, and having its 
principal place of business at 4, place Jussieu, 75252 Paris, France, herein after referred 
to as "the Assignees", represent that they are the only assignees of the entire right, title 
and interest in and to both the above-identified application, Serial No. 09/836,169 filed 
April 18, 2001, for NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I 
AND THE USES THEREOF in the name of Bernard DUJON et al., as indicated by 
assignment duly recorded at Reel 7546, Frame 0001 , in the United States Patent and 



QS/E7/2003 KZEfclBIE 00000035 09836169 

02 FC:1614 110.00 OP 
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Trademark Office (copy attached), and application Serial No. 09/196,13 1 filed November 
20, 1998, now U.S. Patent No. 6,238,924, for NUCLEOTIDE SEQUENCE ENCODING 
THE ENZYME I-SCE I AND THE USES THEREOF in the name of Bernard DUJON et 
al., as indicated by assignments) duly recorded at Reel 7546, Frame 000 1, in the United 
States Patent and Trademark Office (copy attached). The Assignees further represent that 
to the best of Assignees' knowledge and belief, title to the above-identified application, 
Serial No. 09/836,169, and the United States Patent No. 6,238,924 are in assignee, which 
is submitting this Terminal Disclaimer. 

To obviate a double patenting rejection, the Assignees hereby disclaim, under the 
provisions of 37 C.F.R. § 1.321, the terminal part of any patent granted on the 
above-identified application, Serial No. 09/836,169, which would extend beyond the 
expiration date of Patent No. 6,238,924, and hereby agree that any patent so granted on 
the above-identified application shall be enforceable only for and during such period that 
the legal title to said patent shall be the same as the legal title to United States Patent No. 
"-6,238,924, this agreement to run with any patent granted on the above-identified 
application and to be binding upon the grantee, its successors or assigns. 

In making the above disclaimer, Petitioner does not disclaim the terrninal part of 
any patent granted on Appl. Serial No. 09/836,169, that would extend to the expiration 
date of the full statutory term as defined in 35 U.S.C. §§ 154 to 156 and 173 of Patent No 
6,238,924, as presently shortened by any terminal disclaimer, in the event that Patent No. 
6,238,924: expires for failure to pay a maintenance fee, is held unenforceable, is found 
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invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or in part, 
is terminally disclaimed under 37 C.RR. § 1.321, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its Mf statutory term, as presently shortened by any terminal disclaimer. 

The undersigned is authorized to act on behalf of the assignee INS i l l UT 
PASTEUR, 

1 hereby declare that all statements made of my own knowledge and belief are true 
and that all statements made on information and belief are believed to be true and further 
that these statements were made with the knowledge that willful false statements and the 
like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 
1 8 of the United States Code and that such willful false statements may jeopardize the 
validity of the application or any patent issuing thereon. 



Respectfully submitted, 



INSTITUT PASTEUR 





By: Danielle Berneman 

Title: Head of Patents & Inventions Office 



Danielle BERNEMAN 
Chef du Service des Brevets 
& inventions 
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NOVEMBER 24, 1995 



UNITED STAtcS DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

AS3STANT SECRETARY AND COMMISSIONER 
OF PATENTS A NO TRADEMARKS 
Washington. O.C. 20231 



FINNEGAN, HENDERSON, GARRETT £T 
KENNETH J. MEYERS ' 
1300 I STREET, N.W. 
WASHINGTON, D.C. 2000S 



^ u&iyc TMM»lll 
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pww-GAN. HENDERSON 
FAPASOW, GARRETT 4 DU-...-B 



UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 



II 



THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE. ASSIGNMENT DIVISION, 
BOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231. 



RECORDATION DATE: 07/11/1995 REEL/ FRAME: 7546/0001 

NUMBER OF PAGES: 5 



BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS). 



ASSIGNOR: 

DUJON, BERNARD 

ASSIGNOR : 

CHOULIKA, ANDRE 

ASSIGNOR: 

COLLEAUX, LAURENCE 

ASSIGNOR: 

F AIRHEAD , CECILE 



DOC DATE: 04/26/1995 

DOC DATE: 05/29/1995 

DOC DATE: 04/13/1995 

DOC DATE: 06/07/199S 



ASSIGNOR: 

PERRIN, ARNAUD 

ASSIGNOR: 

PLESSIS, ANNE 

ASSIGNOR: 

THIERRY, AGNES 



DOC DATE: 05/31/1995 
DOC DATE: 04/14/ 199 S 
DOC DATE: 04 / 14/ 199 S 




7546/0001 PAGE 2 



ASSIGNEE: 

INSTITUT PASTEUR 

23, RUE DU DOCTEUR ROUX 

PARIS CEDEX 15, FRANCS 75724 

SERIAL NUMBER: 07971160 FILING DATE: 11/05/1992 

PATENT NUMBER: 5474896 ISSUE DATE: 12/12/1995 



PEARLENE FOSTER, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 



FORM PTO-15 95. 



To the Honorable Co: 
Please racord th? atta< 




J*+ - f UiS _ DEPARTMENT OF COMMERCE 

Illllllfllli'lliilfilirillllllEllll^^ Parent and Trademark office 
i Ifil If II II M 111 II 1 1(1 Attv. Docker ao. 349S.oin-oi 



qinal documents 



ATTN - BOX ASSIGNMENTS 



1. Nama of conveying party(ies)i 
Bernard DUJON, Andre caoux,iXA, Laurence 
COIXSAUX, Cecil© ? AIRHEAD, Arnaud PERRIN, 
Anne PLESSIS and Agnes THIERRY 

Additional names (a) of conveying party (iee) 

attached? Yea x_no 



3. Nature of conveyance: 

XX Assignment Merger 

security Agreement change of Maine 

other ^ 

Execution Date: 4/13/95:4714/95:4/26 /95; 

S/29/95; 5/31/95; and 6/7/95 



2. dame. and address of receiving party(iaa): 
Name: institut Pasteur 



Internal Address: 



street Address: 28, rue du Doctaur Roux 



City: 75724 Paris Cadex 15, FRANCS 
State; 21? i , 



Additional name (a) 6 address (es) attached? 
x Yes NO 



4. Application number <a) or patent number (s): 

If this document is being filed together with a new application, 
the execution date of the application is: 



Patent Application No, (9) 
U.S. S.N. 07/971,160 
BATCH MO. B94 



a. Patent No.<s) 



Additional numbers attached? 



jres xx N o 



5. Name and address of party to whoa 
correspondence concerning document 
should be mailed: 



Name: 7INNEGAN, HENDERSO N, FARABOW, 

internal Address: GARRETT 4 DUNNER 



Street Address: 1300 X S -trset. N-W, 



City: Washington 
state: d«c. 



2»: 20005 



6. Total number of applications and patents 
involved 1 



7. Total fee (37 CFR 3.41) x S 40,00 
Enclosed 

xx Authorized to be charged to 
deposit account 



8. Deposit account number: 06-0916 . 

Attach duplicate copy of this page if 
paving hv deposit account . 



KK60008 07/27/93 079711*0 



06-0916 060 551 



40.00CH 



9. statement and signature. 

To the best of my knowledge and belief, the foregoing information is true and correct 

and any attached copy is a true -TY^f^ ^ffi 1 * 1 i A>giaMnta 

Registration No. 25,X4« . signature// " °* ta 



Total number of pagea including covar sheet, attachments and document: 




JOINT INVENTION 
(03495-Olli-OlOOO: 
(U.S. Rights Only 

ASSIGNMENT 



WHEREAS I /We, the below named inventor (s), [hereinafter referred to ae Assignor(s)] f ba^ 
made an invention entitled i NUCLEOTIDE SEQUENCE gttCODiyc TBB g raft I-Scsl AMD THg 7 $ gs 

xasa&2£ 

(Title of Invention) 

for which I /WE executed a^ application for United Statee Lettera Patent concurrently 
herewith or filed an application for United Statee Lettera Patent on Novatnbar 5. lftpg - 
(Serial No. 07/971.160 : and 

WHEREAS, INST1TUT PASTEUR and UNIVERSITE PARIS-VT _ 

(Full Name of Assignee*) 

corporatione of Franca u _ 

(Scata of Incorporation) 
vhoea poat office addreaaea are 2B. mi da Doctaur Rqux, 7S724 Paria C«da* IS. Pranca and 
4. place J uaaiau. 75005 Par la. Prance, reepectively (hereinafter referred to aa Assignees), 
are deairoua of eecurlng the entire right , title, and intereat in and to this invention f the 
application for United Statee Lettera patent on thla Invention and the Letters Patent to be 
iaaued upon thla application) 

* NOV THEREFORE, be It known that for and In conelderatlon of the sua of One Dollar ($1.0 

in hand paid and other good and valuable eonelderation the receipt of which from aeeigneaa 1 
hereby acknowledged, I /WE, ae aaslgnor(s), have eold, eeelgnad, transferred, and aet over, a 
do hereby aell, assign, transfer, and aet over unto the aeaigneea, their lawful aucceaeora a 
aaelgns, my /our entire right, title, and interest In and to thla invention and this applica- 
tion, and all divisions, and continuations thereof, and all Letters Patent of the United 
States which may be granted thereon, and all reissues thereof; and I/UB hereby authorize and 
request the Commissioner of Patents and Trademarks of the United States to issue all Letters 
Patents for this invention to assignees, their successors and assigns, in accordance with ch 
terms of this Assignment; 

AND, I/UB HEREBY covenant and agree that I /We will, without further consideration! com- 
municate with assignees, their suceeesors and assigns, any facts known to as/us respecting 
this invention and testify In any legal proceeding, eign all lawful papers when called upon 
to do so v execute and deliver all papers that may be necessary or desirable to perfect the 
title to this invention in said assignees, their succeeeors and assigns, execute all 
divisional , continuation, and reissue applications, make all rightful oaths and generally do 
everything possible to aid assignees, their suceeesors and assigns, to obtain and enforce 
proper patent protection for this invention in the United States, it being understood that a 
expense incident to the execution of such papers shall be borne by the assignees, their 
successors and assigns* 



U.S.. s^riax wro- . ■ 
5ATCS NO. H94 

Al to -y. Docket 5lO« 3495,0111-01 



2. Name and addrees of receiving party (iea): (Cont'd) 

Additional Aeaigneei univcrsite ?arIS-vt 

Street Addreeea 4, place Jueaieu 

City: 75005 Paria, France 
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IN TESTIMONY WHEREOF, I /We have hereunto sec our hand<a). 



County of 



Vv povr corfificqfio n 
matiritlU d* la sjgnatvr* 



If 0 do fa 

State of dmMGfitWma PfftTP*/) 



Subacribed 
day 



ae , 



Full Haas of First Aealgnor: 
BERNARD MITPp: 



thie 




Addraea: 6, rue da la Grueria 

_ 91190 Clf Stir Yvitta. Franca : 

Firat Aaeignor'a Signaturj 



Dates 



pou t i w rti fixation 



Public i 



SEAL 



matSrielU d* la signature 

oppose* Chcontr* 
' •County *$ arh > l *-&£^32tJ &l9£f 



State of 



aa. 



Subacribed and avorn to m thi» 
: day of 19 . 



SEAL 



Vu pour ctftiffcofton yptary Public 
mattrielh d« h signature 

oppoiea ci-eonfrt 

County nfP^..- f f,«gj rrahl A9*S ) 

SCate of J \ ) 

Subacribed and awn to bafire me thie 
day of — 19 

Vu pour emrt'iflmilAn Rotary Public 

mofirfolle do la signature 
d* AWie..defiL 
oppose* d-confre 
County af U A/ Ttf^ 



SEAL 



Stata of 




Subscribed and ewrn to before ma thle 
day of 19 • 

Notary Public 



:2» Full Name of Second Aealgnor: 
ATOM CgQULIKA 



Add rase: 3, rue F. Mouthon 

7S015 Pari,. Franae 



Second Aaalgnor'a Signature: 




i 3. Full Haae of Third Aealgnor s 
UmKi CQLLBAUX 



Addreeat 9 Weetfield Road 

Edinburgh BH11 2QT. Scotland ( UK ) r 



Third Aaalgnor'a Signature: 



Data: 



4. Full Haae of Fourth Aaeigaor: 
OBCII.E F AIRHEAD 



Addraaa: 47, rue E. DoleC 
02240 Malakntf. France 



Fourth Aaalgnor'a Signature t 



lmature i > 



Data; 



SEAL 



- 2 - 



Vts pour cerff7<^' 
T>a*erre//e c/e la sjBatvr* 
dm W~ffa^ 



County of 

sett* of t*M J1<15 



Subscribed and^* 
_ r day of 




aa , 



before id* thia 
19 . 



Notary Public 



SEAL 



"*u pour certification 
motiriellt da /o ugnotur* 

County of — gggfl^ft ri-rnnfr* ) 

- Pom, /a^JHZZ^/ftJLS' > 
Stata o£ y ^ ) 

Subacribad and avorp, \o fcafdre mm thia 

day of _L_ 19_ 



Notary Public 



Vu pour certification 

SEAL matirielle de la signature 

d* tA^^A^nM^^iMR^ 

County of ooooj** ri-ganff* > 

Paris, f~A/ rr/j/V ) 
Stat* of Al \ > 

Subacribad and sworn to befora ma thia 
day of I 19. 



SEAL 



Notary Public 



*5. Pull Nam* of Pifth Aaaignor: 

ARPAUP pbukin 



Addreea: 10 , avenua P. Appall 

• 75014 Pagla. Franca 

Pifth Aaaignor' • Sign^tut*^; 




6. Full Nana of Sixth Aaaignor x 
AMIS FMWtt 



Addraas* 42, ru* N. D.Das Champa 
750Q6 Pmria. Franca 



Sixth Assignor's Signature! 



aa. 



:7. Full Nam* of S«v*nth Aaaignor: 

s ACMES THIERRY 

: Address t 66, ru* d'All*r*y 

75015 ****** Fr* Ba 



Seventh Assignor's 




FINN2CAN, HENDERSON, PARABOW, GARRETT k DUNNER 
WASHINGTON, D.C. 
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PATENT 

Atty. Docket No. 3495.0111-12 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 



Group Art Unit: 1652 



Bernard DUJON et al. 



Examiner: Patterson, Charles 



Serial No.: 09/836,169 ) 
Filed: April 18,2001 ) 

For: NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I 
AND THE USES THEREOF 

Commissioner for Patents 
Washington, D.C. 20231 



Petitioner ("assignees") INSTITUT PASTEUR, duly organized under the laws 
France, and having its principal place of business at 28 rue du Docteur Roux, 75724 Paris 
Cedex 15, France, and UNIVERSITE PARIS VI, also known as UNIVERSITE PIERRE 
ET MARIE CURIE, duly organized under the laws France, and having its principal place 
of business at 4, place Jussieu, 75005 Paris, France, herein after referred to as "the 
Assignees", represent that they are the only assignees of the entire right, title and interest 
in and to both the above-identified application, Serial No. 09/836,169 filed April 18, 
2001, for NUCLEOTIDE SEQUENCE ENCODING THE ENZYME I-SCE I AND THE 
USES THEREOF in the name of Bernard DUJON et al., as indicated by assignment duly 
recorded at Reel 7546, Frame 0001, in the United States Patent and Trademark Office 



TERMINAL DISCLAIMER 



02/27/2003 KZEHDIE 00000035 09636169 



03 FC:1814 



110.00 OP 



(copy attached), and application Serial No. 09/196,131 filed November 20, 1998, now 
U.S. Patent No. 6,238,924, for NUCLEOTIDE SEQUENCE ENCODING THE 
ENZYME I-SCE I AND THE USES THEREOF in the name of Bernard DUJON et al., as 
indicated by assignment(s) duly recorded at Reel 7546, Frame 0001, in the United States 
Patent and Trademark Office (copy attached). The Assignees further represent that to the 
best of Assignees' knowledge and belief, title to the above-identified application, Serial 
No. 09/836,169, and the United States Patent No. 6,238,924 are in assignee, which is 
submitting this Terminal Disclaimer. 

To obviate a double patenting rejection, the Assignees hereby disclaim, under the 
provisions of 37 C.F.R. § 1.321, the terminal part of any patent granted on the 
above-identified application, Serial No. 09/836,169, which would extend beyond the 
expiration date of Patent No. 6,238,924, and hereby agree that any patent so granted on 
the above-identified application shall be enforceable only for and during such period that 
the legal title to said patent shall be the same as the legal title to United States Patent No. 
6,238,924, this agreement to run with any patent granted on the above-identified 
application and to be binding upon the grantee, its successors or assigns. 

In making the above disclaimer, Petitioner does not disclaim the terminal part of 
any patent granted on Appl. Serial No. 09/836,169, that would extend to the expiration 
date of the full statutory term as defined in 35 U.S.C. §§ 154 to 156 and 173 of Patent No. 
6,238,924, as presently shortened by any terminal disclaimer, in the event that Patent No. 
6,238,924: expires for failure to pay a maintenance fee, is held unenforceable, is found 
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invalid by a court of competent jurisdiction, is statutorily disclaimed in whole or in part, 
is terminally disclaimed under 37 C.F.R. § 1.321, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term, as presently shortened by any terminal disclaimer. 

The undersigned is authorized to act on behalf of the assignee UNIVERSITE 
PARIS VI/UNIVERSITE PIERRE ET MARIE CURIE. 

I hereby declare that all statements made of my own knowledge and belief are true 

and that all statements made on information and belief are believed to be true and further 

that these statements were made with the knowledge that willful false statements and the 

like so made are punishable by fine or imprisonment, or both, under Section 1001 of Title 

18 of the United States Code and that such willful false statements may jeopardize the 

validity of the application or any patent issuing thereon. 

Respectfully submitted, 

UNIVERSITE PARIS VI/ 

UNIVERSITE PIERRE ET MARIE CURIE 
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UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 

THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF THE 
U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS AVAILABLE 
AT THE ASSIGNMENT SEARCH ROOM ON THE REEL AND FRAME NUMBER REFERENCED 
BELOW. 

PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE. THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT AND TRADEMARK ASSIGNMENT SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR 
HAVE QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT DIVISION, 
BOX ASSIGNMENTS, NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231. 

RECORDATION DATE: 07/11/1995 REEL /FRAME; 7546/0001 

NUMBER OF PAGES: 5 

BRIEF: ASSIGNMENT OF ASSIGNOR'S INTEREST (SEE DOCUMENT FOR DETAILS). 

DOC DATE: 04/26/1995 



ASSIGNOR: 

DUJON, BERNARD 



ASSIGNOR : 

CHOULIKA, ANDRE 

ASSIGNOR: 

COLLEAUX , LAURENCE 

ASSIGNOR: 

F AIRHEAD , CECILE 

ASSIGNOR: 

PERRIN, ARNAUD 

ASSIGNOR: 

PLESSIS, ANNE 

ASSIGNOR: 

THIERRY. AGNES 



DOC DATE: 05/29/1995 

DOC DATE: 04/13/1995 

DOC DATE: 06/07/1995 

DOC DATE; 05/31/1995 

DOC DATE: 04/14/1995 

DOC DATE: 04/14/1995 
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ASSIGNEE: 

INSTITUT PASTEUR 

28, RUE DU DOCTEUR ROUX 

PARIS CEDEX 15, FRANCE 75724 

SERIAL NUMBER: 07971160 FILING DATE: 11/05/1992 

PATENT NUMBER: 5474896 ISSUE DATE: 12/12/1995 



PEARLENE FOSTER, EXAMINER 
ASSIGNMENT DIVISION 
OFFICE OF PUBLIC RECORDS 
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To the Honorable C 
Please record the at£ 




hhwihi 



riginal dociment^o3ffi3^T u*. 



U.S. DEPARTMENT OF COMJlSftCS 

Patent and Trademark office 

AttV. DQClcet tip. 343S. 0111-01 



ATTN. BOX ASSIGNMENTS 



1, Nam* of conveying party (iea)i 
Bernard DUJOfet, Andre CSOUliiXA, Laurence 
COLLEAUX, Cecile F AIRHEAD/ Arnaud PERRIN, 
Anne plessis and Agnes THIERRY 

Additional names(a) of conveying party (iee) 

attached? Yea x no 



3. Nature of conveyance; 

xx Assignment 

Security Agreement 

other , 



Merger 

change of Mane 



Execution Dates 4/13/95; 47 14/9S: 4/26/9Ss 

5/29/95; 5/31/95; and 6/7/95 



2. tfame.. and address of receiving party (lea) 
Name: inatitut Pasteur 



Internal Addreaa: 



Street Addreaa: la, rue du Docteur ftoux 



City: 75724 Paris Cadax 15, FRANCE 
State; ZIP* , 



Additional name<s) a address (ea) attached? 
x Tea no 



4. Application number (a) or patent number (a): 

If thia document is being filed together with a new application, 
the execution date of the application iai 



A. Patent Application No. (a) 
U. S.S.N. 07/971,160 
BATCH MO. H94 



Additional numbers attached? 



B. Patent No.<a) 



jres XX H o 



5. Name and address of party to whoa 
correspondence concerning document 
should be mailed: 



Name: FIHNEOAN, HENDERSON . FAHABOW, 



internal Address: CARRgfT a DUNNER 



Street Address: 1300 I St reet. H.W, 



City: Washington 



state: D.c» 



SIP: 2000S 



6. Total number of applications and patents 
involved l 



7. Total fee (37 CFR 3.41): S 40.00 
Enclosed 

xx Authorized to be charged to 
deposit account 



8. Deposit account number: 06-0916 

Attach duplicate copy of this page if 
pavina bv depo sit account. _ 



KK60008 37/27/93 079711*0 



06-0916 060 551 



40.00CH 



9. statement and signature. 

To the beat of my knowledge and belief, the foregoing information is true and correct 

and any attached copy is a true f K « .document . 



Kenneth J . Movers 



/ 



Registration No- 25,146 



signature 



lyal .docuJMnt . 
^ 2&LJ 
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Total number of pagea including cover sheet ( attachments and document 



BATCH MO. B9 4 M 

Airy. Docket Uo. 3495,oni?oi 



2. Name and addree* of receiving party (iea): (Cont'd) 

Additional Aaaignee: universite paris-vx 

Street Addreeei 4, place Juesieu 

city: 75005 paria, France 
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ASSIGNMENT 



JOINT INVENTION 
(03495-01ii-01000; 
(U.S. Right a Only; 



WHEREAS I /We, tha below named inventor(e), [hereinafter referred to ae Aeeignor(e) ] , tw 
mada an invention entitled i NUCLEOTIDE SEQUENCE gKCQDIWG TB8 mroft I-Saal A KD TBB T ;$ gs 

TBBRSOf . . 

(Title of Invention) 

for which I /WE executed afif application for United Statee Lettere Patent concurrently 
herewith or filed an application for United Statee lettera Patent on November 5. lpfrg - 
(Serial Ho. 07/971.160 : and 

WHEREAS, INSTITUT PASTEUR and UNIVERSITE PARIS-VT . 

(Full Name of Aeaigneee) 

corporationa of France 

(State of Incorporation) 
vhoae poet office addreeeea are 2fl. rue du Doctaur Roux. 7S724 Paria Cede* IS. France and 
4. place J uaaieu* 75005 Paria, France, reap actively (hereinafter referred to aa Aeaigneee), 
are deeiroue of eecuring the entire right , title, and interact in and to this invention, the 
application for United Statee Lettera patent on thia invention and the Letters Patent to be 
ieeued upon thia application) 

* NOV THEREFORE v be it known that for and in coneideration of the eum of One Dollar ($1.0 

in hand paid and other good and valuable coneideration the receipt of vhlch from eeeigneea 1 
hereby acknowledged, I /WE, aa aeelgnor(e), have eold, aaaigned, traneferred, and aet over, a 
do hereby eall, aeeign, tranefer f and aet over unto the aeaigneee, their lawful eucceeeora a 
aaeigna» my/our entire right, title, and interest in and to thia invention and this applica- 
tion, and all divieione, and continuation thereof » and all Lettara Patent of the United 
Stataa which may be granted thereon, and all reiaauee thereof; and I /WE hereby authorize and 
requeat the Conmlaeionar of Patent a and Trademark* of the United Statee to iaaue all Lettera 
Patenta for thia invention to eeeigneea, their euccaeaora and aealgne, in accordance with th 
terse of thia Aeelgnment; 

AND, I /WE HEREBY covenant and agree that I/We vill Y without further coneideration, com- 
municate with aeeigneee, their eucceeeore and ae eigne, any facta known to me/ua reepecting 
thia invention and teetify in any legal proceeding « algn all lawful paper • when called upon 
to do ao f execute and deliver all papera that may be neceaeary or deaireble to perfect the 
title to thia invention in aaid aeaigneee, their eucceaaore and aa eigne, execute all 
divisional, continuation, and reieeue applications, make all rightful oethe and generally da 
everything poeeible to aid eeeigneea, their eucceeeore and aa eigne, to obtain and enforce 
proper patent protection for thia invention in the United Stataa, it being understood that a 
expenae incident to the execution of euch papers ahall be borne by tha aeaigneee, their 
aucceaaora and aeeigne. 



IH TESTIMONY WHEREOF, I /We have hereunto aet our hand (a). 

^ * povf cerfificoficn a> Pun ^ of m , t ^g^, 

matiritlh a* la ugnatur* ) aa. : bbrnard dcjoh 

State of fff Q//-raAj) Addraaa: 6, rue de la Gruarie 



Subscribed 
day 94 




91190 Glf Sur Yvatta. Franca ; 



chit i Pirat Aaeignor'a Signaturj 

Public i 



Data: 



SEAL mettrimllm da /o signature 

oppose* cNconfra 

•County Q f q "'* t*&-30^ ) 

State of _ -win i 

Subeerlbed and atnrn to 06 tble 
day of 19. 



t2. Full Hame of Second Aaalgnor: 

«• I AUDRE CgQOLIXA 

t Addraaa: 3, rue F. Meuthon 

750 IS Parla. Franaa 



Second Aaalgnor' a Signature: 



Vw pour corfiftccfto n otary Public : 

matirielh la signatur* 
SEAL «/« M&. fajuanC&.-Co.&fae'* 

oppoiea ci-confrt 
County "*»-rf> Wa/ /ip.&T 1 x3. Full H« 




State of 




49. 



Subscribed and ettorn to before me thie 

day of 19 . 



SEAL 



Vu not/r emritiefiAm Hotary Public 
tnofiriollo do la $1gnafw 



of Third Aaaignor* 

LAURlHCg CQLLBA1BC 



Addreaa: 9 Waat field Road 

Edinburgh nil 20T. Scotland f UK) 



Third Aaaiguor'a Signature : (^^- — 



Data: 



oppose* ci-contrm 
County aaWt U A/ TUitt fi 



State of 




aa. 



Subaetibed and atrorn to before ma thia 
day of 19 - 

Votary Public 



4, Full Name of Fourth Aaaignor; 



Addraaa: 47, rue E. Dolet 
«M*0 Malakoff a France 



Fourth Aaaignor' a Signatures 



Sign&ture i 



Date; 



SEAL 



- 2 - 



Vu pour cerfff^* 
mai&rielle d* la i^Watuf 

scat, of Mm. I^JOl£6Lj92S \ " 

Subscribed and^e^*k before me chid 
day of ^ » 1A 



*5. Pull Nam* of Fifth Aaaignor: 



Notary Public 



SEAL 



pour certification 
matirielle de la signature 



County of appa<d* rh*m«4,m 



^ Pom, u^jniL&L/n^Ls ) 

Stata of [ / ^ ) 

Subscribed and avcr^ befdre mm this 
day of _L_ 19_ 



_ Notary Public 



Vu poor certification 
SEAL matirialle da la signature 

d* M^...Ajai^ 
County of ooooiaa eUeanfrm > 



i7« 



Pom, 




Stata of 



Subacribad and svorn to before me this 

day of \ 19. 



Notary Public 



SEAL 



Address i 10, avanua P. Appall 
7SQ14 Pa*l fl . Frane. 



Fifth Assignor's Sig: 




Full Nana of Sixth Assignor) 



Address* 42, rua N. D.Oas Champs 
75006 



Sixth Assignor's Signature! 



Date I 



< If / 0*4 r 



Full Name of Seventh Aaaignor: 
AGNES TBTRMtY 



Address x 66 , rua d'Allaray 
75015 Paria, Tr« fl 



Seventh Assignor* s Signa; 



: Oatet 




PINNZCAN , HESDEJISON, PARABOV, GARKETT & DUHKER 
UASHIKGTON, D.C 



• 3 - 



\ 



** TOTAL PRGE 



15 *: 



